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Office Action Summary 


Application No. 

09/760,897 


Examiner 

BJ Forman 


Applicant(s) 

HARRINGTON ET AL. 


Art Unit 

1634 


The MAILING DATE of this com munication appears on the cover sheet with the correspondence address ~ 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE i MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- E—s Ttime may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

- Failure to reply within the set or extended period for reply will, by statute, cause the application ?J£ e |" 3) ' 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )|3 Responsive to communication(s) filed on 13 December 2002 . 
2a)D This action is FINAL. 2bM This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters Prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 2U. 
Disposition of Claims 

4) [x] Claim(s) 58-77 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a>n All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s) 


1 ) LJ Notice or KeTerences onea i u-o^j ■ / ^ — ; ■ 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Applicat.on (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 


U.S. Patent and Trademark Office Part nf Pan^r No 19 

PTO-326 (Rev. 04-01 ) Office Action Summary Part ot raper no. 
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Response to Amendments 


This action is in response to papers filed 19 December 2002 in Paper No. 18 in which 
the specification was amended to add pages 53 and 54. The amendments have not been 
entered for the reasons stated below. 

The instant application filed 17 January 2001 did not contain pages 53 and 54. The 
instant application was filed with a preliminary amendment. The amendment added a first 
sentence to the specification reciting "This is a continuation of application Serial No. 
09/515, 124 filed February 27, 2000." This amendment is a complete and independent 
statement. This amendment does not incorporate by reference the disclosure of the '124 
application. It is noted that the following paragraph (previously the first paragraph) cross- 
references other parent applications which are incorporated by reference. However, the 
preliminary amendment is a complete statement independent from the following paragraph. It 
is noted that a supplemental amendment filed 27 March 2001 replaces the first paragraph of 
the specification to recite all cross-referenced applications in a single paragraph and to 
incorporate the disclosures of those applications by reference. However, the amendment was 
submitted after the filing date of 17 January 2001 and therefore was not part of the 
specification-as-filed. 

Petitions Examiner Hearns and Applicant point to MPEP § 201.06(c) for guidance on the 
contents of a continuation application. 

In a continuation or divisional application, the safeguard (petition and fee 
under former 37 CFR 1.60(b)) concerning the filing of an application lacking all of 
the pages of the specification or sheets of drawings of the prior application has 
not been retained in 37 CFR 1.53(b) since the specification and drawings of a 
continuation or divisional application are not limited to a reproduction or a "true 
copy" of the prior application. As a safeguard, howe ver, an applicant may 
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incor porate by reference the prior appl ication by including, in the 
nnntinuation or divisional appHcation-as-fil ed. a statement that such 
s pecifically enumerated prior a pplication or applications are "hereby 
incorporated herein by reference." The statement may appear in the 
specification or in the application transmittal letter. The incorporation by 
reference statement can only be relied upon to permit the entering of a portion of 
the prior application into the continuation or divisional application when the 
portion of the prior application has been inadvertently omitted from the 
submitted application papers in the continuation or divisional application. The 
inclusion of this incorporation by referenc e of the prior application(s) will 
permit an applicant to amend the continuation or divisional application to 
include any subject matter in such prior application(s), without the need for a 
petition provided the continuation or divisional application is entitled to a filing 
date notwithstanding the incorporation by reference. 

A priority claim under 35 U.S.C. 120 in a continuation or divisional 
application does not amount to an incorporation by reference of the 
application(s) to which priority is claimed. 

For the incorporation by reference to be effective as a proper safeguard 
against the omission of a portion of a prior application, the incorporation by 
reference statement must be included in th e specification-as-filed, or 
transmittal letter-as-filed, or in an amendment specifically referred to in an oath 
or declaration executing the application. 

Mere reference to another application, patent, or publication is not an 
incorporation of anything therein into the application containing such reference 
for the purpose of the disclosure required by 35 U.S.C. 112, first paragraph. In re 
de Seversky, 474 F.2d 671, 177 USPQ 144 (CCPA 1973). See MPEP § 608.01(p). 

The MPEP clearly states that the incorporation by reference of a parent application 
must be included in specification-as-filed and that a priority claim under 35 U.S.C. 120 does 
not amount to an incorporation by reference. The MPEP further states that the incorporation 
by reference statement permits applicant to amend the continuation application to add omitted 
portions of the specification. 
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In the instant application, the incorporation by reference of the parent application was 
not included in the specification-as-filed. While the instant application was filed with a 
priority claim under 35 U.S.C. 120, the MPEP clearly states that a priority claim is not 
equivalent to an incorporation by reference. Because the specification-as-filed does not 
incorporate by reference the '124 application and because the MPEP clearly states that only the 
incorporation by reference of the parent application in the specification-as-filed permits 
amendments to include omitted portions of the specification, the amendments of Paper No. 18 
will not be entered. 

Applicant's comments regarding the criticality of the missing pages is not deeded 
relevant to the guidance provided by the MPEP which clearly states that only the incorporation 
by reference of the parent application in the specification-as-filed permits amendments to 
include omitted portions of the specification. 


Conclusion 


The examinees Art Unit has changed from 1655 to 1634. Please address future 

correspondence to Art Unit 1634. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to BJ Forman whose telephone number is (703) 306-5878. The examiner can normally be 
reached on 6:30 TO 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Gary 
Jones can be reached on (703) 308-1152. The fax phone numbers for the organization where this 
application or proceeding is assigned are (703) 308-4242 for regular communications and (703) 308-8724 
for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0196. 


BJ Forman, Ph.D. 
Patent Examiner 

Art Unit: 1634 
January 3, 2003 


